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Applicant's election with traverse of Group III, claims 21-26 and 31, in the 
reply filed on August 27, 2009 is acknowledged. The traversal is on the 
ground(s) that: (a) Since the inventions of Group l-IV are linked by a single 
inventive concept, d inventions (I) animal cells, plant cells (II), bacterial cell (III), 
or Fungal cell (IV) should be examined together; (b) the inventions of Groups l-IV 
and V-VIII should not be separated because the nucleic acid sequences and the 
cells were known separately; and (c) claims 27-30 of inventions IX-XII should not 
be separated from one another because they a common inventive concept, i.e., 
cultivation at lower temperature. These are not found persuasive. The special 
technical features for inventions l-XII are the nucleic acid encoding the 
chaperonin of SEQ ID NO: 1 and 2 from Oleispira Antarctica. The two 
sequences are distinct from one another and therefore, define two separate 
inventive concepts. Both sequences are previously known in the prior art, and 
thus, the inventive concepts are not the contribution of the applicants of the 
instant application. Thus, the restrictions between Groups l-IV, V-VIII, and IX-XII 
are proper. Since the claimed methods of Groups l-IV and V-VIII require both 
SEQ ID NO: 1 and 2, the restriction between inventions l-IV and V-VIII is hereby 
vacated. See IDS reference: Ranson etal. Biochem. J. 1998. With regard to the 
restriction between the various claimed cells, since the special technical concept 
is known in the prior art, different cells are distinct inventions and require 
separate searches in the patent and non-patent literature as evidenced by their 
separate classification, class/subclass: bacterial cells 435/252.3, animal cells 
435/325, plant cells 435/410, fungi 435/254.1 +. Thus, the restriction mailed July 
27, 2009 is proper. 

The requirement is still deemed proper and is therefore made FINAL. 

Claims 27-30 are withdrawn from further consideration pursuant to 37 
CFR 1.142(b), as being drawn to a nonelected invention, there being no 
allowable generic or linking claim. Claims 21-26 and 31 will be searched and 
examined to the extent of the elected subject matter subject matter, i.e., a 
process of utilizing a bacterial cell transformed with Cpn 60 and/or Cpn10 of SEQ 
ID NO's: 2 and 1, respectively. 

Claims 21 and 23 are objected to because of the following informalities: 
(a) In claim 21, replace "Cpn60 and/or Cpn10 (Seq ID No. 1 and/or Seq ID No. 
2)" with — -Cpn60 of SEQ ID NO: 2 and/or Cpn10 of SEQ ID NO: 1- — , and 
replace "in using" by —using—; and (b) replace "Glu461 Ala" and Ser471 Gly" 
with — Glu461Ala— and — Ser471Gly— . Appropriate correction is required. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 
The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 
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Claims 21, 22, 24-26, and 31 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. The following 
are the reasons for the rejections: 

(a) The phrase "a functional mutant thereof renders the claim 
indefinite because the resulting claim does not set forth the metes and bound of 
the desired patent protection. The specification does not define the phrase and 
one of ordinary skill in the art would not know what they are. For examination 
purposes only, the phrase interpreted as any protein having any sequence 
homology to SEQ ID NO: 1 and 2. 

(b) The phrase "chaperonin" render the claim indefinite because the 
resulting claim does not set forth the metes and bound of the desired patent 
protection. The word "chaperonin" refers to the combination of both Cpn60 and 
Cpn10. See Ranson et al. page 234, right column, last three lines. The 
alternative statement which follows, i.e., Cpn60 and/orCpn10 negates the well 
accepted meaning of chaperonin. For examination purposes, the word is deleted 
from the claims. 

(c) The phrase "fusion variants thereof in claim 24 renders the claim 
indefinite because the resulting claim does not set forth the metes and bound of 
the desired patent protection. The phrase is not defined in the specification and 
one of ordinary skill in the art would not know the meaning of the phrase as it 
pertains to bacteria. 

(d) Claims 22, 23, 25, 26, and 31 are included in this rejection because 
they are dependent on rejected claim and do not cure its deficiencies. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 
The specification shall contain a written description of the invention, and of 
the manner and process of making and using it, in such full, clear, 
concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and 
use the same and shall set forth the best mode contemplated by the 
inventor of carrying out his invention. 

Claims 21-26 and 31 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject 
matter, which was not described in the specification in such a way as to enable 
one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. The specification does not enable 
any person skilled in the art to make and use the invention commensurate in 
scope with these claims. The claims are broader than the enablement provided 
by the disclosure with regard to the all possible host cells and nucleic acid 
sequences encoding any functional mutants of SEQ ID NO: 1 and 2 expressed in 
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any host cell at a temperature below 25 degree C. Factors to be considered in 
determining whether undue experimentation is required, are summarized In re 
Wands [858 F.2d 731, 8 USPQ 2nd 1400 (Fed. Cir. 1988)]. The Wands factors 
are: (a) the quantity of experimentation necessary, (b) the amount of direction or 
guidance presented, (c) the presence or absence of working example, (d) the 
nature of the invention, (e) the state of the prior art, (f) the relative skill of those in 
the art, (g) the predictability or unpredictability of the art, and (h) the breadth of 
the claim. 

The nature and breadth of the claimed invention encompasses a method 
of utilizing any nucleic acid encoding any functional variant Cpn60 and/Cpn10 to 
express heterologous proteins in any host cell at a low temperature. That 
includes all possible nucleic acid sequences encoding all possible functional 
variants and mutants isolated from any biological or man-made DNA library. The 
specification provides guidance and examples in the form of an assay to isolate 
the nucleic acid encoding the polypeptide of SEQ ID NO: 1 and 2 from cold water 
bacteria Oleispira antarctica. See example 1 of the specification. Also, it teaches 
that the expression of said nucleic acid encoding SEQ ID NO: 1 and 2 in E. coli 
bacteria improve its growth at temperatures below 25 degrees C. In addition they 
teach the variants of SEQ ID NO: 2 that include stabilized mutant of SEQ ID NO: 
6 and the destabilized mutant Lys468Thr/Ser471Gly and the expression of said 
mutants in E. coli. While molecular biological techniques and genetic 
manipulation to make the claimed constructs are known in the prior art and the 
skill of the artisan are well developed, knowledge regarding the nucleic acid 
encoding the functional variants of SEQ ID NO: 1 and 2, a host cell other than 
bacteria which can grow at a temperature below 25 degrees or 4-15 degrees 
when transferred with a nucleic acid encoding SEQ ID NO's: 1 and 2, and 
whether the expression of only one of the two proteins would be sufficient to 
enhance the growth rate of bacterial host cell at low temperature. It appears that 
the coexpression of the two proteins is required for their function. See IDS 
reference: Ranson et al. at page 234, right column, last paragraph. Thus, 
searching for nucleic acid encoding functional variants of SEQ ID NO: 1 and 2 to 
improve the growth of any mesophilic host cell at temperature below 25 degrees, 
is well outside the realm of routine experimentation and predictability in the art of 
success is extremely low. The amount of experimentation to identify a nucleic 
acid encoding a variant of SEQ ID NO: 1 or 2 capable of enhancing the growth of 
mesophilic host cell at a low temperature is enormous. Since routine 
experimentation in the art does not include screening vast numbers of genomic, 
cDNA or man-made nucleic acid libraries, identifying the coding sequence of 
functional variants of SEQ ID NO: 1 or 2, the appropriate host cell to express said 
variant, how to express one sequence and achieve the desired, the Examiner 
finds that one skilled in the art would require additional guidance, such as 
information regarding the biological source of the position of amino acid residues 
which can be deleted, substituted or inserted while maintaining the chaperonin 
activity, the host cells which can grow at lower temperature upon expressing 
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SEQ ID NO: 1 and/or 2, or functional equivalent thereof, the three dimensional 
structure of the complex comprising SEQ ID NO 1 and 2. Without such guidance, 
the experimentation left to those skilled in the art is undue. 

Claims 21-26 and 31 are rejected under 35 U.S.C. 112, first paragraph, as 
containing subject matter which was not described in the specification in such a 
way as to reasonably convey to one skilled in the relevant art that the inventor(s), 
at the time the application was filed, had possession of the claimed invention. 
The claims are directed to a method of expressing heterologous protein in any 
host cell in culture at a temperature below 25 degrees C by expressing Cpn60 
and/or Cpn10 or functional equivalent thereof. 

The court of Appeals for the Federal Circuit has held that a "written 
description of an invention involving a chemical genus, like a description of a 
chemical species, 'requires a precise definition, such as by structure, formula [or] 
name chemical name,' of the claimed subject matter sufficient to distinguish it 
from other materials." UC California v. Eli Lilly (43 USPQ2d 1398). For claims 
drawn to genus, MPEP section 2163 states the written description requirement 
for a claimed genus may be satisfied through sufficient description of a 
representative number of species by actual reduction to practice, reduction to 
drawings, or by disclosure of relevant, identifying characteristics, i.e., structure or 
physical and/or chemical properties, by functional characteristics coupled with 
known or disclosed correlation between function and structure, or by a 
combination of such identifying characteristics, sufficient to show the applicant 
was in possession of the claimed genus. Also, MPEP section 2163 states that a 
representative number of species mean that the species, which are adequately 
described, are representative of the entire genus. Thus, when there is substantial 
variation within the genus, one must describe a sufficient variety of species to 
reflect the variation within the genus. At the time of invention, SEQ ID NO: 1 and 
2 were known along with their function. See the search report. The specification 
describes two additional functional variants of SEQ ID NO: 2. While the 
enhanced growth of the host cell was demonstrated only in E. coli, no other host 
cell from any other higher organism is shown to have enhanced growth at lower 
temperature when SEQ ID NO: 1 and 2 are expressed. No host cell is shown that 
it has enhanced growth at lower temperature when either SEQ ID NO: 1 or 2 
alone is expressed. Thus, the specification fails to describe additional 
representative species of these functional variant of SEQ ID NO: 1 or 2 and the 
enhance host cell growth at lower temperature of a host cells by any identifying 
structural characteristics or properties other than that it contains SEQ ID NO: 1 
and 2 and the two variants of SEQ ID NO: 2 expressed in E. coli for which no 
predictability of structure to function is apparent. Given this lack of additional 
representative species as encompassed by the claims, Applicants have failed to 
sufficiently describe the claimed invention, in such full, clear, concise, and exact 
terms that a skilled artisan would recognize Applicants were in possession of the 
claimed invention. 
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No claim is allowed 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to NASHAAT T. NASHED whose telephone 
number is (571)272-0934. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Andrew Wang can be reached on 571-272-081 1 . The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
91 99 (IN USA OR CANADA) or 571 -272-1 000. 

/Nashaat T. Nashed/ 

Primary Examiner, Art Unit 1656 



